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Overview

1. The current position in England & Wales with respect to website-

blocking injunctions following the decision of the Court of Appeal in the

Cartier v Sky case.

2. A new development in England & Wales: injunctions requiring ISPs to

block streaming servers.

3. The diversity of practices and outcomes around Europe with regard to

website-blocking injunctions.

4. The need for a more harmonised legal framework both specifically in

relation to enforcement against intermediaries and more generally.



1.     The current position in England & Wales following Cartier v Sky

• The Court of Appeal has confirmed the jurisprudence built up at first

instance since 2011 and the Supreme Court has refused permission to

appeal except in relation to the costs of enforcement.

• The courts of England & Wales have jurisdiction to grant website-

blocking injunctions to combat trade mark infringement (and by

implication any other IP right) despite the absence of specific

implementation by the UK of third sentence of Art 11 of the Enforcement

Directive (unlike Art 8(3) InfoSoc Directive).

• The courts’ jurisdiction is adequately prescribed by law.



• The threshold conditions for the grant of such an injunction are that (i)

the defendants are intermediaries, (ii) the users and/or operators of the

website are infringing the claimants’ rights, (iii) those users and/or

operators are using the defendants’ services to infringe and (iv) the

defendants have actual knowledge of this (which may be as a result of

being notified by the right owners).

• In order for an injunction to be granted it must be (i) necessary, (ii)

effective, (iii) dissuasive, (iv) not unduly costly or complicated, (v) avoid

barriers to legitimate trade, (vi) fair and equitable and strike a fair

balance between the fundamental rights engaged, (vii) proportionate and

(viii) safeguarded against abuse. Of these factors, proportionality is the

key one, since consideration of the other factors feeds into the

proportionality analysis.



• In considering the proportionality of the injunction, an important

consideration is the nature of the technical measures which the ISPs are

required to adopt and hence their efficacy, costs and impact on lawful

users.

• Although website-blocking injunctions are quite easily circumvented, it

does not follow that they are ineffective. On the contrary, the evidence

shows that they are effective in reducing traffic to targeted websites.

Whether the extent of the reduction warrants the cost of implementing

the injunction is a question of proportionality.



• To date the courts have ordered that the costs of the application for
the injunction be paid by the right owner, while the costs of
implementation are to be paid by the ISPs, but the door has been left
open to different orders. This approach will be reviewed by the
Supreme Court.

• An important practical point is that the orders enable right owners to
notify to the ISPs any other IP address or URL whose sole or
predominant purpose is to provide or facilitate access to the target
website, which must then be blocked.

• Various procedural safeguards are incorporated in the orders: the ISPs
can apply to set aside or vary the order in the event of a change of
circumstances, users and operators can also apply, information about
the block must be displayed, there is a sunset clause.

• There is no requirement to sue or attempt to sue the website operators
first.



2. A new development in England & Wales

• In Football Association Premier League v British
Telecommunications the High Court has made an order requiring
ISPs to block the IP addresses of streaming servers used to stream
infringing copies of live broadcasts of Premier League matches.

• The order provides for the target servers only to be blocked for the
duration of each match.

• The list of target servers will be updated every week, and can be
updated more frequently if necessary.

• The order came into effect on 18 March 2017 and will last until 22
May 2017 (the end of the season). If successful, FAPL is likely to
seek a further order for the 2017/2018 season.

• Hosting providers must be notified of the order and can apply to set it
aside.



3. The diversity of practices and outcomes around Europe

• There is a considerable diversity of practices and outcomes around
Europe.

• Courts in some countries require right owners to try to sue the
website operator first, others do not.

• Courts in some countries specify the technical measures to be adopted
by ISPs while others leave it up to the ISPs to decide what technical
measures to employ.

• Courts in different countries take different views on efficacy and
hence proportionality.

• Courts in some countries have granted website-blocking injunctions
targeted at The Pirate Bay while courts in other countries have
refused such injunctions.



• Some differences are inevitable due to different national legal

systems and procedural laws, but others are not. Three key reasons

for the differences are:

• Differing national implementations and interpretations of Art

8(3) InfoSoc Directive and Art 11 Enforcement Directive which have

only been partially bridged by the decisions of the CJEU in cases

such as Scarlet Extended v SABAM and UPC v Constantin.

• Continuing difficulties with the concept of “communication to the

public”, and in particular the circumstances in which hyperlinking

can be an infringement, which has led to a series of CJEU decisions

culminating in the recent GS Media and AKM cases.

• The absence of harmonisation of accessory liability. This is important

if there is no infringement by the website operators (see question 2 in

Case C-610/15 BREIN v Ziggo and Opinion of AG Szpunar at [65]).



4. The need for a more harmonised legal framework

• If greater consistency is to be achieved, a more harmonised legal

framework is required.

• A first step would be a more harmonised legislative basis for

injunctions against intermediaries whose services are used to infringe

IPRs, such as specifying more clearly who is an intermediary, the

threshold conditions to be satisfied and the essential procedural

requirements (e.g. bringing a claim against the infringer or not).

• A second step would be a more harmonised basis for the underlying

claims for infringement. Since most claims to date concern copyright

infringement, this would mainly relate to the copyright acquis and in

particular communication to the public.

• A third step would be harmonisation of the rules on accessory

liability for IPR infringement.


